
United States Patent and Trademark Office 



UNITED STATES DEPARTMENT OF COMMERCE 
United States Patent and Trademark Office 
Address: COMMISSIONER FOR PATENTS 
P.O. Box 1450 

Alexandria, Virginia 22313-1450 
www.uspto.gov 



APPLICATION NO. 


FILING DATE 


FIRST NAMED INVENTOR 


ATTORNEY DOCKET NO. 


CONFIRMATION NO. 


10/702,688 


11/06/2003 


Stephan Anthony Billstein 


4-31253B/C1 


8997 



1095 7590 04/09/2007 

novartis 

corporate intellectual property 
one health plaza 104/3 
east hanover, nj 07936-1080 



EXAMINER 



HUI, SAN MING R 



ART UNIT 



PAPER NUMBER 



1617 



SHORTENED STATUTORY PERIOD OF RESPONSE 



MAIL DATE 



DELIVERY MODE 



3 MONTHS 04/09/2007 PAPER 

Please find below and/or attached an Office communication concerning this application or proceeding. 

If NO period for reply is specified above, the maximum statutory period will apply and will expire 6 MONTHS 
from the mailing date of this communication. 



PTOL-90A (Rev. 10/06) 



Office Action Summary 


Application No. 

10/702,688 


Applicant(s) 

BILLSTEIN ET AL 


Examiner 

San-ming Hui 


Art Unit 

1617 





-- The MAILING DATE of this communication appears on the cover sheet with the correspondence address - 
Period for Reply 



A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) OR THIRTY (30) DAYS, 
WHICHEVER IS LONGER, FROM THE MAILING DATE OF THIS COMMUNICATION. 
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DETAILED ACTION 

This is a continuation of US Serial 09/722,784, filed 11/27/2000. 
Claims 55-60 are pending for examination. 

Claim Rejections - 35 USC §103 
The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

The factual inquiries set forth in Graham v. John Deere Co., 383 U.S. 1 , 148 

USPQ 459 (1966), that are applied for establishing a background for determining 

obviousness under 35 U.S.C. 103(a) are summarized as follows: 

1 . Determining the scope and contents of the prior art. 

2. Ascertaining the differences between the prior art and the claims at issue. 

3. Resolving the level of ordinary skill in the pertinent art. 

4. Considering objective evidence present in the application indicating 
obviousness or nonobviousness. 

This application currently names joint inventors. In considering patentability of 

the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 

the various claims was commonly owned at the time any inventions covered therein 

were made absent any evidence to the contrary. Applicant is advised of the obligation 

under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 

not commonly owned at the time a later invention was made in order for the examiner to 

consider the applicability of 35 U.S.C. 103(c) and potential 35 U.S.C. 102(e), (f) or (g) 

prior art under 35 U.S.C. 103(a). 
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Claims 55-60 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Giger et al. (US Patent 5,510353), Langtry et al. (Drugs, 1998; 56(30):447-486) and 
Rasmussen et al., Scand J Gastroenterol, 1999;7:671-675. 

Giger et al. teaches tegaserod as one of the exemplified aminoguanidine 
compounds useful for treating disorders associated with Gl motility such as gastro- 
oesophageal reflux disease (GORD) (See col. 14, Table I, example 13; also col. 20, line 
65 to col. 21 , line 2; also claims 9 and 10). Giger et al. especially teaches that the 
aminoguanidine compounds including tegaserod as useful normalize gastric emptying 
(See col. 20, line 65-67 bridging col. 21, lines 1-5 especially). Giger et al. also teaches 
that aminoguanidine compounds wherein Ri is H, A is -CH=, Z is -CH= and R 5 is C1-6 
alkoxy is useful to treatmotility disorders (See col. 24, line 65 to col. 25, line 2). 
Examiner notes that tegaserod is compound of formula I when Ri is H, A is -CH=, Z is - 
CH=, and R 5 is Ci alkoxy (See col. 14, Table I, example 13). 

Langtry et al. teaches omeprazole is useful in treating GORD (See the abstract, 
page 463, col. 1, third paragraph to page 469 col. 2, first paragraph). 

Rasmussen et al. teaches omeprazole's ability to delay gastric emptying (See for 
example the abstract). 

The references do not expressly teach a method of regulating gastrointestinal 
motility with both tegaserod and omeprazole together. 

It would have been obvious to one of ordinary skill in the art at the time the 
invention was made to concomitantly employ both tegaserod and omeprazole together 
in a method of regulating gastrointestinal motility and treating the GORD. 
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One of ordinary skill in the art would have been motivated to c concomitantly 
employ both tegaserod and omeprazole together in a method of regulating 
gastrointestinal motility and treating the GORD. Both tegaserod and omeprazole are 
known to be useful for treating GORD and regulate Gl motility individually. It would 
flows logically to concomitantly employ tegaserod and omeprazole together into a 
method useful for the very same purpose, i.e., regulating Gl motility and treating GORD, 
absent evidence to the contrary, at least additive effect is expected (See In re 
Kerkhoven 205 USPQ 1069). 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to San-ming Hui whose telephone number is (571) 272- 
0626. The examiner can normally be reached on Mon 9:00 to 1 :00, Tu - Fri from 9:00 to 
6:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Sreeni Padmanabhan, PhD., can be reached on (571) 272-0629. The fax 
phone number for the organization where this application or proceeding is assigned is 
571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571 -272-1 000. 
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